CASE STUDY

OYEN WIGGS OVERCOMES
RECLASSIFICATION
ROADBLOCKS

OBJECTIVES

OUR
PERFORMANCE

Streamline all stages of the trademark process
Increase staff productivity on fixed-fee work
Improve staff satisfaction

CHALLENGES
Reclassify thousands of existing trademarks
Improve quality of applications to meet diverse
IP Office requirements
Maximize utilization of resources

SOLUTIONS
Sortify.tm Attorney

RESULTS
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Increased productivity by completing fixed-fee
tasks up to 30% faster
Managed increased workload with existing
resources
Reduced errors in specifications
Streamlined the process for handling objections
Increased staff happiness and morale significantly

Established in 1977, Oyen Wiggs is a Vancouver-based independent intellectual property
boutique law firm of 60 staff, specializing in patent, trademark, copyright and design law,
predominantly in Canada and the USA. With advanced technical training in fields
including engineering, physics, software, electronics, chemistry, and biotechnology, their
lawyers help clients - ranging from entrepreneurial start-ups to multinational enterprises,
in protecting their intellectual property assets.
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In Canada alone, Oyen Wiggs typically files about 400-500 trademark applications
annually, besides the applications in other countries for clients who are more globallyminded in their portfolio.

HANDLING RECLASSIFICATIONS
Due to amendments in Canada’s trademark law in June 2019, the Oyen Wiggs trademark
team faced the “daunting challenge” of the reclassification of thousands of Canadian
trademark registrations that their firm administers. Jennifer A. Marles, partner, recognized
that Oyen Wiggs needed to find software to streamline this task. She acknowledges, “We
were really worried initially about how we were going to be able to keep up with the
reclassification of all the trademarks coming up for renewal.”
Oyen Wiggs was also keen to save their lawyers and paralegals from spending time doing
“mind-numbing work”. Instead of wasting time manually using lists, tables and databases
from other countries to handle Canadian classifications, “We really needed something that
could help us classify quickly,” she says. Jennifer adds: “We have never had to deal with
classification. So it's this big roadblock in our practice that we're not used to dealing with.”

THE AI-POWERED SOLUTION
Oyen Wiggs first heard about Sortify.tm Attorney through their local patent and trademark
agent’s chapter. After seeing a product demonstration, they knew without a doubt that Sortify.tm
Attorney was the solution they needed to overcome the reclassification challenge they were
facing.

“With this new AI-powered software, instead of facing a roadblock, we can just step over it…”
By introducing Sortify.tm Attorney to the practice they’ve been able to stay on top of the
reclassifications, and it also “helps to make sure that our resources are being used in the
best way,” says Jennifer.
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Sortify.tm Attorney is the world’s only AI-based trademark productivity software suite, built by
trademark attorneys for trademark attorneys. The intelligence of Sortify.tm’s software allows
trademark lawyers and their teams to carry out everyday tasks smarter and faster across all
stages of the trademark process - pre-filing, filing, examination, registration and reclassification.
Sortify.tm’s proprietary machine learning algorithm identifies the level of similarity and
relatedness between any goods or services in a trademark context.

RISK MANAGEMENT AND
REDUCING ERRORS

If I put it in the
Reclassifier, I can get
60-80% sorted out.

Sortify.tm Attorney’s Reclassifier feature, which was
specifically built for Canadian attorneys, also increases
accuracy and helps Oyen Wiggs reduce the risk of errors
when submitting a trademark to CIPO for renewal.
“Some registrations are super-easy because they cover
clothing and that's class 25, and I don't need anything to
tell me that, but if I have a whole page of random goods
and services, I could easily spend a couple of hours
sorting through that manually,” Jennifer points out.
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“Whereas if I put the goods into the Reclassifier, I can get 60-80% sorted out and then just pick
out the bits and pieces that need a closer look,” she explains. “In complicated cases, it
definitely saves a huge amount of time. Those are the cases where you're going to make the
mistakes. You're going to inadvertently drop something in the process, and then you have to
report yourself to your malpractice insurers and file a new application to get the goods back in
or explain to the client that the extent of protection you once had is now gone. We just don't
want to go there. So, for us it's part of our risk management strategy as well.”

SAVING STAFF TIME
ON FIXED FEE TASKS

Jennifer estimates that Sortify.tm Attorney can save
between 20-30% of time spent on a reclassification,
possibly more on a difficult case.

“Reclassification is all fixed fee work for the most part. So
you're not billing for the time that you're spending trying to
figure out the right classification or the right choice of
words. If the software can help you do that faster, you're
moving on faster,” she explains.
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Using Sortify.tm Attorney ensures that their firm is getting
the best productivity out of people’s time.

REDUCING OBJECTIONS
Oyen Wiggs have been using Sortify.tm Attorney to ensure that their trademark
specifications are more likely to be Canadian IP Office compliant. When they do receive
objections from overseas IP Offices whose regulations are less familiar, Sortify.tm
Attorney provides really useful insights to help handle them: “I still run the clients’ goods
and services through Sortify.tm Attorney, so it's a nice central place where no matter
where the objection is coming from, you can get a sense of what would be an acceptable
description,” Jennifer tells.
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Sortify.tm Attorney allows Oyen Wiggs’ team to apply their own knowledge of the client
and their goods or services, while still conforming to the requirements of the specific IP
Office.

STREAMLINING RENEWALS
Oyen Wiggs finds that Sortify.tm Attorney reduces the workload of staff handling the
administrative tasks relating to trademark renewals. It also helps them to quickly calculate
renewal fees for trademarks requiring reclassification.
Jennifer highlights this added value of Sortify.tm Attorney: “Depending on the length of the
specification, it could take you quite a while to just make a guesstimate of how many
classes of goods and services are in there. It's something that has to be done by a
trademark lawyer or a paralegal who has a fair amount of experience to be able to figure out
the different classes.
Typically the reminder letters are sent by a fairly junior secretarial person who wouldn't be
able to work that out. I would say, in terms of managing the client and managing the
workload, I think it's got a very high return.”
Sortify.tm Attorney can help staff to quickly reclassify an existing specification and provide
a renewal cost estimate for the client’s approval, before going ahead with the rigorous
reclassification process. It not only helps Oyen Wiggs save time and overcome the
reclassification “roadblock”, it also streamlines other tasks in the trademark registration
process.
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For managing the client and
the workload, I think it's got
a very high return.

CUTTING FRUSTRATION
“For the amount of frustration that it saves you, it's definitely well worthwhile.” Jennifer
encourages other trademark professionals to test this aspect of Sortify.tm Attorney: “Take a
thorny case that caused you a great deal of frustration. Maybe people in other countries
don't have to reclassify, so they don't have that same level of frustration, but certainly in
Canada, take a gnarly registration with one or two pages of goods and services and pop it in
to the Reclassifier and see how far that can get you.”
She adds that it also saves their staff much frustration: “They're not going to squeak and tell
you that they're spending hours and hours doing this classification. They're going to do the
work and grumble internally. They won't necessarily tell you, 'This is a waste of my time', but
you've given them a tool and they're like, ‘Oh, okay. This is so much better. I can't believe I
spent so much time doing this before.’”

UNQUANTIFIABLE BENEFITS AND
TEAM SATISFACTION

When we asked, “What's one thing you'd want someone who's considering getting on board
with Sortify.tm Attorney to know?”, Jennifer answered: “Be open minded about how much it
might help you.”
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Oyen Wiggs’ team has experienced “the magic” of Sortify.tm Attorney. “I would say from the
point of view of the managing partner or the administration overseeing the firm, it's a nobrainer. You're just saving frustration on the part of your staff or your employees. So, even if
you can't quantify exactly how much money you save, I think you're saving in terms of
decreased staff stress. I think the brownie points you win with your staff way outweigh the
costs. Even if you can't pin an economic benefit on it, the happiness and satisfaction of your
staff is worth the investment.”

Sortify.tm

09

© 2020 Sortify.tm Ltd. All Rights Reserved.

...the happiness and
satisfaction of your staff
is worth the investment.

ABOUT SORTIFY.TM
Sortify.tm is a fast-growing New Zealand-based legal tech start-up, born out of boutique
intellectual property law firm Potter IP. Empowering IP offices, trademark attorneys and
registrants with innovative solutions, Sortify.tm is transforming the way the trademark industry
manages the trademark registration lifecycle. Sortify.tm Attorney is the world’s only AI-based
trademark productivity software suite, enabling trademark lawyers and their teams to improve
across all stages of the trademark process – pre-filing, filing, examination and registration.

Sortify.tm

10

© 2020 Sortify.tm Ltd. All Rights Reserved.

Website: www.sortify.tm

